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DETAILED ACTION 

1 . This Non-Final Office Action in response to tlie Appeal Brief filed September 23, 
2008. Examiner is re-opening prosecution in response to applicant's remarks filed 
September 23, 2008. Currently Claims 1-23 are pending. 

Response to Arguments 

2. Applicant's arguments, see Paragraph 1, Page 16, filed September 17, 2008, 
with respect to the rejection(s) of claim(s) 1 , 1 0, 1 9 and 22 over Geiger in view of 
Horrigan have been fully considered and are persuasive (see Remarks: Last 
Paragraph, Page 10). Therefore, the rejection has been withdrawn. However, upon 
further consideration, a new ground(s) of rejection is made in view of Kaplan, U.S. 
Patent No. 7,155,510, Sarin, An Approach for Long Term Forecasting with an 
Application to Solar Electric Energy (1979) and Pennock et al., The Power of Play: 
Efficiency and Forecast Accuracy in Web Market Games (2001). 



Application/Control Number: 10/797,785 Page 3 

Art Unit: 3624 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1-9 and 22-23 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Regarding claims 1-9 based on Supreme Court precedent, a method/process 
claim must (1) be tied to another statutory class of invention (such as a particular 
apparatus) (see at least Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 
437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane 
v. Deener, 94 U.S. 780, 787-88 (1876)) or (2) transform underlying subject matter (such 
as an article or materials) to a different state or thing (see at least Gottschalk v. Benson, 
409 U.S. 63, 71 (1972)). 

A method/process claim that fails to meet one of the above requirements is not in 
compliance with the statutory requirements of 35 U.S.C. 101 for patent eligible subject 
matter. Here claims 1-9 fail to meet the above requirements because they are not tied to 
another statutory class of invention. 

Nominal recitations of structure in an otherwise ineligible method fail to make the 
method a statutory process. See Benson, 409 U.S. at 71-72. As Comiskey recognized, 
"the mere use of the machine to collect data necessary for application of the mental 
process may not make the claim patentable subject matter." Comiskey, 499 F.3d at 
1380 (citing In re Grams, 888 F.2d 835, 839-40 (Fed. Cir.1989)). Incidental physical 
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limitations, such as data gathering, field of use limitations, and post-solution activity are 
not enough to convert an abstract idea into a statutory process. In other words, nominal 
or token recitations of structure in a method claim do not convert an otherwise ineligible 
claim into an eligible one. 

Regarding Claims 22-23, claims 22-23 do not utilize the proper computer 
program product format and effectively recite descriptive material (software) per se and 
are therefore deemed to be directed to non-statutory subject matter where there is no 
indication that the proposed software is recorded on computer-readable medium and 
capable of execution by a computer. Examiner suggests that the applicant incorporate 
into Claims 22-23 language that the proposed software is recorded on computer- 
readable medium and capable of execution by a computer to overcome this rejection. 

Correction required. See MPEP § 2106 [R-2]. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-6, 8-14 and 17-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kaplan, U.S. Patent No. 7,155,510 in view of Sarin, Rakesh K. An 
Approach for Long Term Forecasting with an Application to Solar Electric Energy 
(1979). 

Regarding Claims 1, 10, 19 and 22 Kaplan teaches a method and system for 
forecasting comprising: 

- determining at least one participant characteristic of a participant (Column 4, 
Lines 49-52; Column 5, Lines 32-40; Column 6, Lines 64-68; Column 7, Lines 1-26; 
Column 8, Lines 9-14); 

- defining predictions each corresponding to a probability associated with an 
expected outcome (Column 6, Lines 40-55); 

- performing a query process with the probability as assets (information, 
securities, financial instruments, etc.; Column 4, Lines 30-68; Column 5, Lines 1-8; 
Column 6, Lines 5-24; Column 9, Lines 5-12); 
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- aggregating a result of tlie query process witli weigliting for tlie participant 
characteristic (WPSE, CPI; Column 6, Lines 5-12, 40-68; Column 7, Lines 1-25; Column 
8, Lines 9-15, 43-60; Column 10, Lines 12-34; Column 11, Lines 22-26). 

While providing probabilities forecasts for various possible/expected outcomes, 
e.g. probability bins, buckets, classes, ranges of expected outcomes, rain/no rain) is old 
and very well known (see for example: Grier, Verification of Forecasts Expressed in 
Terms of Probability (1950); Wiper, Combining experts' opinions' using a normal- 
Wishart model (1995) or Siekmann et al.. Information Fusion in the Context of Stock 
Index Prediction (2001) and while Kaplan teaches defining a plurality of expected 
outcomes and associating probability with each Kaplan does not expressly use the 
phrase "probability bins" as claimed (see range of potential definitions recited in 
Applications specification: Paragraphs 55, 58; Figure 6). 

Sarin teaches defining probability bins each corresponding to a probability 
associated with an expected outcome (scenarios, probability distributions; Abstract; 
Paragraphs 1-2, Page 546; Paragraph 1, Page 547; Last Paragraph, Page 550) in an 
analogous art of forecasting for the purpose of predicting/forecasting alternative 
projections/scenarios (Paragraph 2, Page 544; Paragraph 1 , Page 553). 

Sarin further teaches a system and method for forecasting comprising: 
performing a query process with the probability bins and aggregating a result of the 
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query process with weigliting for individual participant cliaracteristic(s) (Section 8, 
Pages 551-552). 

It would have been obvious to one skilled in the art at the time of the invention 
that the system and method for forecasting as taught by Kaplan would have benefited 
from defining probability bins having an associated probability in view of the teachings 
of Sarin; the resultant system/method enabling users to forecast alternative 
scenarios/outcomes (Sarin: Paragraph 2, Page 544). 

Further since the claimed invention is merely a combination of old elements, and 
in the combination each element merely would have performed the same function as it 
did separately, and one of ordinary skill in the art would have recognized that the results 
of the combination were predictable. 

Regarding Claims 2, 9, 1 1 , 20 and 23 Kaplan teaches method and system further 
comprising conducting an market (information, decision, prediction, matching, betting, 
trading, wagering, speculative, virtual, idea, event derivatives, etc.) to determine the 
participant characteristic (Column 6, Lines 5-12, 40-68; Column 7, Lines 1-25; Column 
8, Lines 9-15, 43-60; Column 10, Lines 12-34; Column 11, Lines 22-26). 

Regarding Claims 3-4, 13, 18 and 21 Kaplan teaches a forecasting system and 
method further comprising determining the mean, average and other common 
statistical/mathematical parameters associated with the forecasts/probabilities 
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associated witln the expected outcomes (Column 56, Lines 4 — 53; Column 1 1 , Lines 22- 
30). 

Kaplan does not expressly teach probability bins as claimed. 

Sarin teaches defining a center probability bin and defining the probability bins 
with increasing variances from the center probability bin outward and providing a mean 
estimate as the center probability bin (Paragraphs 1-2, Page 550; Paragraph 2, Page 
552; Table 7) in an analogous art of forecasting for the purpose of 
predicting/forecasting alternative projections/scenarios (Paragraph 2, Page 544; 
Paragraph 1 , Page 553). 

It would have been obvious to one skilled in the art at the time of the invention 
that the system and method for forecasting as taught by Kaplan would have benefited 
from defining probability bins having probabilities associated with expected outcomes as 
well as defining a center probability bin in view of the teachings of Sarin, since the 
claimed invention is merely a combination of old elements, and in the combination each 
element merely would have performed the same function as it did separately, and one 
of ordinary skill in the art would have recognized that the results of the combination 
were predictable. 
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Regarding Claims 5 and 14 Kaplan teaches a method and system wherein the 
further comprising historical (true, actual, measured, factual, etc.) data associated with 
the forecasts (probabilities associated with expected outcomes; Column 4, liens 50-53; 
Column 9, lines 26-34; Column 11, Lines 15-17) for the purpose of comparing 
participant's forecasted data with actual/true historical data related to the expected 
outcome. 

Kaplan does not expressly teach subdividing data (forecasts, predictions, 
expected outcomes, etc.) into probability bins as claimed. 

Sarin teaches subdividing forecasts/data into probability bins (scenarios, 
probability distributions; Abstract; Paragraphs 1-2, Page 546; Paragraph 1, Page 547; 
Last Paragraph, Page 550) in an analogous art of forecasting for the purpose of 
predicting/forecasting alternative projections/scenarios (Paragraph 2, Page 544; 
Paragraph 1 , Page 553). 

It would have been obvious to one skilled in the art at the time of the invention 
that the system and method for forecasting as taught by Kaplan would have benefited 
from defining probability bins (subdividing predictions/forecasts) in view of the teachings 
of Sarin; the resultant system/method enabling users to forecast alternative 
scenarios/outcomes (Sarin: Paragraph 2, Page 544). 
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Further since the claimed invention is merely a combination of old elements, and 
in the combination each element merely would have performed the same function as it 
did separately, and one of ordinary skill in the art would have recognized that the results 
of the combination were predictable. 

Regarding Claims 8 and 17 Kaplan teaches a method and system wherein the 
weighting includes individual participant prediction for the participant and the query 
process as a whole (Column 7, Lines 1-25; Column 8, Lines 9-15, 43-60; Column 10, 
Lines 12-34; Column 11, Lines 22-26). 

While Kaplan teaches that any of a plurality of none weighting schemes could be 
used (Column 14, Lines 56-60) Kaplan does not expressly teach utilizing exponential 
factoring for the participant characteristic and the query process as a whole as claimed. 

Official notice is taken that exponential factoring is an old and well know 
mathematical/statistical technique, method and/or approach. Common exponential 
factoring in forecasts include exponential weighted averaging, exponential smoothing 
factors, MACD (exponential) and the like. 

It would have been obvious to one skilled in the art at the time of the invention 
that the system and method for forecasting as taught by the combination of Kaplan and 
Sarin would have benefited from utilizing any of a plurality of weighting factors including 
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but not limited to exponential smoothing in view of the teachings of official notice; since 
the claimed invention is merely a combination of old elements, and in the combination 
each element merely would have performed the same function as it did separately, and 
one of ordinary skill in the art would have recognized that the results of the combination 
were predictable. 
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Claim Rejections - 35 USC § 103 

7. Claims 6-7 and 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kaplan, U.S. Patent No. 7,155,510 in view of Sarin, Rakesh K. An Approach for 
Long Term Forecasting with an Application to Solar Electric Energy (1979) as applied to 
claims 1-6, 8-14 and 17-23 above, and further in view of Pennock et al.. The Power of 
Play (2001). 

Regarding Claims 6-7 and 15-16 Kaplan teaches providing an web-based 
software application to facilitate forecasting (Column 5, Lines 25-40) 

Kaplan does not expressly teach wagering by participants on an expected 
outcome as claimed. 

Pennock et al. teach a method and system further comprising wagering (betting) 
by the participant on the expected outcome as well as facilitating participant wagering 
by providing a web-based software application (HSX, FSX; Paragraphs 2-3, Last 
Paragraph, Page 5; Last Paragraph 3, Paragraph 1, Page 4; Last Paragraph, Page 16; 
Paragraph 1, Page 17) in an analogous art of forecasting. 

It would have been obvious to one skilled in the art at the time of the invention 
that the forecasting system and method as taught by Kaplan would have benefited from 
enabling participants to wager/bet on expected outcomes in view of the teachings of 
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Pennock et al. since the claimed invention is merely a combination of old elements, and 
in the combination each element merely would have performed the same function as it 
did separately, and one of ordinary skill in the art would have recognized that the results 
of the combination were predictable. 



Application/Control Number: 10/797,785 Page 14 

Art Unit: 3624 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

- Lundgren, U.S. Patent No. 5,608,620, teach a forecasting system and method 
comprising: eliciting and aggregating participant predictions/forecasts (probabilities) 
associated with expected outcomes wherein the aggregation accounts for participant 
characteristics (e.g. weights, bias, brier rule). 

- Park, WO 01/86532 (2001 ), teaches an online market for financial forecasting 
(online index forecasting game) wherein participants bet/wager on expected outcomes 
over the Internet. 

- Brier, Verification of Forecasts Expressed in Terms of Probabilities (1950), 
teach a method for defining a plurality of probability bins (classes) associated with the 
probabilities of expected outcomes, eliciting forecasts (probabilities) associated with the 
probability bins and verifying the forecasts. 

- Bhola, Expert Opinion in Project Management (1992), teach a system and 
method of forecasting comprising querying and aggregating participant predictions of 
the probabilities of expected outcomes and accounting for participant characteristics 
(entropy, calibration). 

- Taylor et al., Combining forecast quantiles using quantile regression (1998), 
teach a forecasting system and method comprising aggregating expert forecasts 
(probability of an expected outcome) associated with probability bins (quantilies) 
including weighting the forecast using extracted participant characteristics. 
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- Wiper et al., Combining Experts Opinions Using a normal-Wisliart Model 
(1995), teach a forecasting system and method comprising performing a query process 
for eliciting participant probabilities of expected outcomes associated with probability 
bins (forecast quantiles) and aggregating a result of the query process. 

- Chen et a!., Forecasting Uncertain Events with Small Groups (2001), teaches 
an online system and method for forecasting uncertain events comprising: determining 
at least one participant characteristic, defining probability bins correspoding to a 
probability associated with an expected outcome, performing a query process with the 
probability bins as assets, aggregating a result of the query process with weighting for 
participant characteristic. 

- Mayor, Raymond J. et al.. Aggregating expert predictions in a networked 
environment (2001 ) teach a system and method for forecasting comprising performing a 
query process for eliciting probabilities associated with an expected outcome, 
aggregating a result of the query process with weighting for participant characteristic. 

- Pennock et al.. Extracting Collective Forecasts from Web Games (2001 ) teach 
an online system and method for forecasting comprising determining at least one 
participant characteristics, performing a query process wherein participants provide 
probabilities/forecasts associated with expected outcomes and aggregating a result of 
the query process with weighting for the participant characteristics. 

- Siekmann et al.. Information Fusion in the Context of Stock Index Prediction 
(2001 ) teaches a system and method of financial forecasting comprising: defining 
probability bins, each of the probability bins corresponding to a probability associated 
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with an expected outcome and wlierein tlie bins are assets (Section 4.1, Classical 
Model, Page 1294; quantiles, "probability bins") and aggregating a result of a query 
process with weighting (e.g. calibration and information scores for experts' forecasts) for 
an individual participant characteristic. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SCOTT L. JARRETT whose telephone number is 
(571)272-7033. The examiner can normally be reached on Monday-Friday, 8:00AM - 
5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bradley Bayat can be reached on (571 ) 272-6704. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Scott L Jarrett/ 

Primary Examiner, Art Unit 3624 



